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1 . Applicant's arguments filed June 4, 2004 have been fully considered but 
they are not persuasive. 

a. The objection made to the title and the claims have been withdrawn in 
response to the amendment. 

b. With regard to newly added limitations "wherein the coded data 
includes no information on the prediction method", applicants argue that 
Morimoto does not teach or suggest this limitations. The applicants further argue 
that Morimoto uses an embedding rule that adds information relating to the 
prediction method. The examiner disagrees. 

First, the applicants cite different places in the specification, page 59 to 
support the "wherein the coded data includes no information on the prediction 
method". However, overall information in page 59 is directed to predicting 
prediction method used in the encoding process by using the added information: 
"As described above, the arrangement has been made such that the prediction 
method to be used for predicting the pixel of interest is selected based on added 
information , and the pixel of interest is predicted based on the selected prediction 
method , thereby obtaining the prediction margin of error of the prediction value, 
so that the prediction margin of error can be decoded into the original pixel value 
and added information by recognizing the prediction method used for the 
prediction thereof (specification page 59, lines 11-19). In other words, prediction 
method is inherently included in the added information. Moreover, specification 
page 17, lines 9-13 recites: "Now, the added information may be, for example, 
text data, audio data, and reduced images, relating to the original image, or may 
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be data unrelated to the original image. That is, various types of data (including 
programs) may serve as the added information." 

Even though the present invention does not uses the name "prediction 
method" being added into the coded data, it does add information regarding 
prediction method, if not information that can extract the prediction method into 
the coded data. 

Secondly, because of the above findings, it appears that the added 
limitations do not have support in the originally filed specification. 

2. Claims 1-35 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

The newly added language "wherein the coded data includes no 
information on the prediction method" does not have support in the originally filed 
specification. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 

1 02 that form the basis for the rejections under this section made in this Office 



A person shall be entitled to a patent unless - 
(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1-3, 5, 12-14, 16-20, and 28-35 are rejected under 35 U.S.C. § 

102(b) as being anticipated by Morimoto et al., 6,005,643. 
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The arguments advanced in paragraph 1b above as to the applicability of 
the reference are incorporated herein. 

For claim 1, an embedded coding apparatus for embedding first data in 
second data, and outputting coded data is provided by Morimoto in at least the 
abstract. Selecting means for selecting a predicting method for predicting data of 
interest in the first data, based on the second data; predicting means for 
obtaining a prediction value corresponding to the data of interest based on the 
prediction method selected by the selecting means; and prediction margin of 
error computing means for computing the prediction margin of error based on the 
data of interest and the prediction value, and outputting as the coded data is 
provided by Morimoto in at least c. 5, line 63 - c. 6, line 30, and the paragraph 
bridging cols. 6-7, where a predicted value corresponds to a prediction type, i.e. 
the prediction error is made from the prediction values, although Morimoto does 
not term them as prediction values, that is what they are, and properly construed 
as herein. The prediction values correspond to the data of interest and the data 
of interest based on the prediction method as shown in at least Figs. 1a-1b, and 
as noted in at least the third full paragraph in c. 6 to the second full paragraph in 
c. 7, and c. 5, line 63 - c. 6, line 30, and see also the paragraph bridging cols. 
1 1-12, where the prediction method dictates which prediction method, values, 
and prediction error that is used for outputting the coded data. 

For claim 2, since at least for the reason that Morimoto is seeking the data 
with minimum prediction error or according to the most similar region for the data 
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of interest within the first data for a prediction, the data for producing the 
prediction value is clearly "nearby" as claimed. 

For claim 3, see the rejection of at least claim 1 for providing forjudging 
means forjudging whether or not said second data can be embedded as to said 
data of interest; wherein, in the event that said judging means has judged that 
said second data can be embedded as to said data of interest, said selecting 
means makes selection of said prediction method based on said second data is 
provided by Morimoto where cited above. Simply, Morimoto determine if data 
can be embedded, and selects a specific prediction method depending on 
whether or not data can be embedded. 

For claim 5, see the rejection of at least claim 1 . Wherein said judging 
means judges whether or not said second data can be embedded as to said data 
of interest, based on said data of interest and said first data used for prediction of 
said data of interest is provided by Morimoto where cited above, by clearly 
determining the data of interest for where the embedded data will be and 
determining if it can be embedded, and other first data is clearly used in the 
process of prediction, since that is clearly required to ascertain the prediction 
error as taught by Morimoto. 

For claim 12, wherein the first data is image data is provided by Morimoto 
by explicitly reference to video and pixel data where cited above. 

For claim 1 3, wherein the first data and the second data is one part and 
the other part of the image data separated into two is provided by Morimoto 
where cited above, where the first and second data are embedded as one, and 
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other parts of the image are separated in terms of pixels and macroblocks for 
example. 

For claim 14, separating the image into two parts, for embedding the 
second data as the other part as to the first data as the one part is provided by 
Morimoto where cited above, where the image data is clearly separated into a 
plurality of parts including pixels and macroblocks for example, and the 
embedded data as the other part is embedded into the first data as one part. 

For claims 1 6 and 34, see the rejection of at least claim 1 . 

For claim 17, see the rejection of at least claim 1, and the second and 
third full paragraphs in c. 4 of Morimoto for a computer program. 

For claim 18, see the rejection of at least claim 1 for a corresponding 
coder of the prediction values and embedded second data. Furthermore, 
recognizing a prediction method for predicting a prediction value corresponding 
to the first data, from data of interest in the coded data; and decoding the data of 
interest into the original first data, and also decoding the second data based on 
the prediction method recognized by the recognizing means is provided by 
Morimoto in at least the first full paragraph in c. 4 and section 2 in cols. 7-8, the 
last full paragraph in c. 12, and the first full paragraph in c. 13, where it is clear 
that both the first and second data are decoded and restored to their original form 
prior to coding. 

For claim 19, judging whether or not the second data is embedded as to 
the data of interest; wherein in the event that the judging means judges that the 
second data is embedded as to the data of interest, the second data is decoded 
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based on the prediction method is provided by Morimoto where cited above, 
where it is clear that the second data is decoded based on the prediction method 
- the basic premise of Morimoto. 

For claim 20, wherein the judging means judges whether or not the 
second data is embedded as to the data of interest, based on the data of interest 
and the first data already decoded is provided by Morimoto, because the 
embedded data is part of the coded data, and therefore must be decoded before 
the data of interest and the embedded data can be determined. 

For claim 28, see the rejection of at least claim 12 for image data, which is 
explicitly provided by Morimoto. 

For claim 29, wherein the first data and the second data is one part and 
the other part of the image data separated into two is provided by Morimoto 
where cited above, where the first and second data are embedded as one, and 
other parts of the image are separated in terms of pixels and macroblocks for 
example. 

For claim 30, joining means for joining said decoded first data as said one 
part and said decoded second data as said other part, to configure the original 
said image is provided by Morimoto by decoding and extracting with the resulting 
embedded second data being joined with the first data after decoding and 
extracting, e.g. Fig. 3, and where cited above. 

For claim 31 , see the rejection of at least claims 1 and 30, wherein in the 
event that said second data is compressed and embedded in said first data, said 
decoding means decodes said compressed second data; and further wherein 
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decoding apparatus comprises expanding means for expanding said compressed 
second data back into second data, said joining means joining said decoded first 
data and said second expanded data to configure the original said image. 

For claims 32 and 35, see the rejection of at least claim 18. 

For claim 33, see the rejection of at least claim 18, and the second and 
third full paragraphs in c. 4 of Morimoto for a computer program. 

4. Claims 4, 6-1 1 , 1 5, and 21-27 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

6. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Yon Couso whose telephone number is 
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(703) 305-4779. The examiner can normally be reached on 8:30 am -5:00 pm 
from Monday to Friday 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Bhavesh Mehta, can be reached on (703) 308-5246. The 
fax phone number for the organization where this application or proceeding is 
assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
(703) 305-3800. 




Yjc 

August 6, 2004 



